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REMARKS 

The present application has been, reviewed in light of the Office Action dated July 1 1, 
2005. Claims 1 to 26 are the pending claims being examined in the application, of which Claims 
1, 12 and 23 are the independent claims. Claims 1, 3, 7 and 9 are being amended herein. 
Reconsideration and further examination are respectfully requested. 

The claim amendments made herein are independent of the grounds for rejections raised 
in the Office Action. More particularly, while it is believed that the original wording of Claim 1 
is sufficiently clear (in fact, the Office Action did not raise any objection/rejection as regards the 
wording), Claim 1 is amended to change "term" to read "criteria". Claims 3, 7 and 9 are 
amended in accordance with the amendment made to Claim 1. The amendments made herein are 
not believed to impact the scope or meaning of the claims, nor are the amendments believed to 
warrant a new search. 

By the Office Action, Claims 1 to 23 are rejected under 35 U.S.C. § 103(a) over U.S. 
Publication No. 2003/006121 1 (Shuta) and U.S. Publication No. 2002/0065671 (Goerz). As is 
described in more detail below, the rejection based on 35 U.S.C. § 103(a) is both fectually and 
legally deficient. Accordingly, reconsideration and withdrawal of the rejection are respectfully 
requested 

Turning to die specific language of the claims, Claim 1 recites a system for providing an 
improved graphical user interface for web search. A search region contains a user's search 
criteria. A result region comprises indicia of a plurality of search categories. A connection 
indicator establishes a visual connection between the search region and a selected one of search 
category indicia so as to enable a user to make a cognitive connection indicating that the user's 
search criteria was found in the particular search category indicated by the connection indicator. 
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The applied art, namely Shultz and Goetz, is not seen to teach or even to suggest the 
elements recited in Claim 1. 

The Office Action concedes that Shultz fails to teach, disclose or suggest enabling a user 
to make a cognitive connection indicating that the user's search term was found in a particular 
search category indicated by a connection indicator. The Office Action relies on Goetz 
showing tins feature. However, as is discussed below, neither Goetz nor Shultz, either alone 
in any permissible combination (if one even exists) disclose this feature, inter aha, of Claim 1. 

Shultz describes a search engine which displays search results in a textual form, and 
displays a geographic map showing physical/geographic locations corresponding to the search 
results. The display of the search results provided by the search engine is shown in Figure 4 of 
Shultz. The display consists of a textual portion 440 that contains a textual listing of the search 
results (i.e., a listing of businesses) and a geographic reference portion 430 that displays a map of 
the geographic location of the results (i.e., the location of the businesses) listed in the textual 
portion 440. As described at paragraph 75 of Shultz, textual portion 440 shows the two search 
results identifying two music stores identified from a search using a user query specifying HMV 
music stores within a user defined area. The textual search results include icons 435 in the 
textual portion 440 which correspond to icons 445 in the mapping portion to provide an 
indication of the geographic location of the music stores listed in the textual search results. 
When one of the icons in either the textual portion 440 or the geographic reference portion 430 is 
selected, additional textual information is displayed in place of the displayed map or in a pop-up 
window. (See paragraphs 69 to 75 of Shultz) 

The Office Action contends that paragraphs 66 and 70 of Shultz disclose a connection 
indicator establishing a visual connection between a search region and a selected one of search 
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category indicia. However, paragraph 66 of Shultz simply describes a database of information 
that is searched to obtain the search results, as described above. More particularly and with 
reference to Figure 3, which is discussed in paragraph 66 of Shultz, the database includes fields 
of textual information that are searched to retrieve records based on the search criteria specified 
by the use, A da tabase of textual information can not be said to be a connection indicator which 
establishes a visual connection between a search region and a selected one of search category 
indicia. Paragraph 70 of Shultz describes the ability for a user to specify a spatial search 
parameter to limit a search to a specified geographic area. More particularly, the user is able to 
specify a geographic area to limit a search using a mouse pointer within the geographic portion 
430. However, this also is not the same as a connection indicator establishing a visual 
connection between a search region and a selected one of search category indicia. 

The Office Action contends that paragraphs 73 to 79 disclose a result region comprising 
indicia of a plurality of search categories. At paragraph 73, Shultz indicates that the textual 
portion 440 enable, a user to view information or categories of information associated with 
search results. However, the cited portion of Shultz fails to teach, suggest or disclose indicia of a 
Plurality of search categories. In other words, the ability to view categories of information 
associated with search results is not the same as a result region having indicia of a plurality of 
search categories. la addition, nothing in the cited portions of Shultz teach, suggest or disclose a 
connection indicator which establishes a visual connection between a search region and a 
selected one of search category indicia of a result region. 

In summary, as conceded in the Office Action, Shultz fails to te*ch, suggest or disclose 
enabling a user to make a cognitive connection indicating that the user's search term was found 
in a particular search category indicated by a connection indicator. Shultz also fails to teach. 
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suggest or disclo.se a connection indicator which establishes a visual connection between a 
search region and a selected one of search category indicia of a result region. It therefore follows 
that Shultz fails to teach, suggest or disclose a connection indicator which establishes a visual 
connection between the search region and a selected one of search category indicia so as to 
enable a user to make a cognitive connection indicating that the user's search criteria was found 
in the particular search category indicated by the connection indicator. 

Goetz has been reviewed and is not seen to remedy the above-noted deficiencies. More 
particularly, the Office Action relies on Figures 19C to 19U' ( Sheets 35 to 53, 19 sheets of 
drawings) and pamgraph 100 of Goetz. Paragraph 100, which appears to be the only substantive 
discussion of Figures 19C to 19U, is reproduced in its entirety below: 

ilEfJ.!!^ *? TSV^ highlighting the details of the service 
iwKnowledge, as included in an embodiment of the Website 8, where Website 8 

^SXr W °K rld WebSitC - FIGS - 1 9A " W il,ustrate the resuluof 
various nav gated searches as navigated through different super cateeorics and 
sub-categories in the indexed knowledge base 38 » caiegor.es and 

The Office Action does not provide any specifics as to how Figures 19C to 19U teach the 

feature of Claim 1, i.e., the feature of enabling a user to make a cognitive connection indicating 

that the user's search criteria was found in the particular search category indicated by the 

connection indicator. Indeed, the only discussion in the Office Action of the specific application 

of Figure 19C of Goetz can be found in a discussion of Claims 2, 8 and 13. More particularly, at 

pages 3 and 4, the Office Action refers to Figure 1 9C of Goetz, and states, in relevant part: 

Goete Jr. et al figure 19C, where the 'connection pointers' are pointine 

Safe rsir*. 1 ,ect Refiion «* com ^ m *• " ,idd,e "SSSfS? 

page, .ind 'search category indicia' [Directory] on the left side of the page - 
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There is no discussion, in paragraph 100 of Goetz, of "connection pointers", let alone 
"connection pointers" pointing to a "search region" or "search category indicia", nor is there any 
description of a faction, feature or structure which provides "connection pointers" or 
'connection pointers" pointing to a search region and search category indicia . Should the 
Examiner persist in his rejection on these founds, it is respectfully requested that the Examiner 
specifically point out by drawing, reference number and paragraph citation the specific elements 
of Goete that the Examiner equates to a connection indicator, a search region, a selected one of a 
Plurality of search category indicia, and a visual connection between the search region and the 
selection search category indicia to make a cognitive connection indicating that the user's search 
criteria was found in the particular search category indicated by the connection indicator. See 
MPEP § 706.020) 

Goetz descnbes providing pre-defined search criteria for searching an indexed knowledge 
base (i.e., indexed knowledge base 38, a multidimensional database), with an ability to sort the 
search results using pre-defined sorting criteria. Referring to paragraphs 41 and 42 of Goetz, the 
super categories and subcategories within a super category are predefined entry points into the 
indexed knowledge base 38. As described in paragraph 100 of Goetz, Figures 19Ato 19Uare 
results of navigated searches as navigated though different super categories and sub-categories 
in the indexed knowledge base 38. 

However, nothing in the cited portions of Goetz is seen to teach, suggest or disclose a 
connection indicate, which establishes a visual connection between a search region and a 
selected one of search category indicia. Finally, nothing in Goetz teaches, discloses or suggests a 
connection indicator establishing a visual connection between a search region and a selected one 
of search criteria indicia so as to enable a user to make a cognitive connection indicating that the 
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user's search criteria was found in the particular search category indicated by the connection 
indicator. 

In addition to the factual deficiencies of the 35 U.S.C. § 103(a) rejection noted above, the 

rejection is also seen to be iegally deficient. At page 3, the Office Action states: 

"fi}t would have been obvious to a person having ordinary skill in the art at th* 
toe the .nvention was made to have modified Shute etSby n i£dX 0 P 

taS£T£?T hB " Ser 5 SCarch term Was found in we Particular search cateeorv 

ell ft 2 SCarch cate80ries on the Sa ™ Page, mak ng t 

easier for the user to refine the search criteria while viewing SaSed 

The Office Action fails to provide any support for the stated motivation to make the 
combination suggested in the Office Action. As the coutfs have clearly indicated, the Examiner 
must set forth with specificity where the motivation exists in the cited references, or, if the 
Examiner is relying on general knowledge of the art, tl*t,general knowledge must be capable of 
readily documented substantiation. See ^reLee, 277 F.3d 1338, 1343 and fareZurfro 258 
F.3d 1379, 1383-86. If the Examiner is relying on well-known facts or common knowledge in 
the art to provide the motivation, such facts and knowledge must be of a nature that are "capable 
of instant and unquestionable demonstration as being well-known." MPEP § 2144.03.A, citing 
taAlte 424F.2d 1088, 1091 (CCPA 1970) (requiring that the notice offacts beyond the 
reoord which may be taken by the Examiner must be capable of instant and unquestionable 
demonstration so as to defy dispute). 

In addition, the Examiner is required to place himself in the shoes of a person of ordinary 
skill in the art at the time the invention was made. See InreM c I,„Mi H 443 F.2d 1392 (CCPA 
1 971 . It is this hindsight to which the McLajaghlin case refers, which hindsight, in the context of 
M<toghfe limits the Examiner only to that which was known to the person of ordinary skill at 
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the pertinent time to which the rejection applies. As the Courts have amply set forth subsequent 
to McLaughlin, the Applicants' invention may not be used as the hindsight roadmap with which 
the Examiner winds his way through the prior art for identifying features and then, using the 
teachings of the claimed invention, "use that which the inventor has taught against its teacher" to 
provide the missing motivation to combine the references to yield the claimed invention. Inre 
Lee, 277 F.3d 1338, 1344, citing WL^v r,^ r„„ 72J F 2d I54Q> w m QW 
1993). As the Federal Circuit stated in frrePembjczafr, 175 F.3d 994, 999 (Fed. Cir. 1999); 

^7 ^ m the btaX defense a £ ainst the subtle but powerful 
attract™ of a hmds.ght-based obviousness analysis is rigorous application of 

references. See e.g.. C R Bard. Tnc. v M l Svs 157 F 1H nan n« ab 
^Q2d 12*5, 1232 (Fed. Cir. 1998) <£^Sta2?S£ or 
monvation [«, combine}" as an "essential eviden^co^ 

?&TTJ°^fl " RQtrffe ^ 149 FM 1350, 1359^47 USQpid 1453 
1 459 (Fed. C,r. 1998) ("the Board must identify specifically the reasons 'one of 
ordmary skill in the art would have been motivated tc , JS th7 re ^ s and 
combme Jj , re Fri t ch , 972 F.2d 1260, 1265, 23 USPQ2d ?780 i?83 

ZZniSL « } e f mi u ner ° an burden ^ obvionsess in light of 
com . nation only by showing some objective teaching [leading to the 

3 V**^ « 37F2d "071. 1075,5 USPQ2d 1596 £So (Fed. 

Cir i 998) (evidence of teaching or suggestion "essential" to avoid • 
T. £• •" Combui,n S Pfif r art references without evidence of such a 
SEKfc - n8 ° r motivat,on sim P'y the inventor's disclosure as a 

227UWO e ^l^ co ",n^tPlapnin^orp , v Fnl„ 774 F.2d 1 132, 1 138, 

Z hi f 9 ^ ' K (FCd - C,r ' ,985) (MThe invenlion mu « «* viewed not with 
the bluepnnt drawn by the inventor, but in the state of the art that existed aTthe 

There is no lowing of any support in the Office Action for the stated motivation to 
combine the Shultz and Goetz references. Without such a showing in the prior art, it can only be 
said that the disclosure of the present application is being used as a blueprint to piece together 
the Shultz and Goete references to reject the claims of the present invention. 

in this regard, me stated motivation mirrors the discussion of aspects and advantages of 
the claimed invention, as provided in the present Application. Reference is respectfully made to 
pages 3 and 4 of the present Application, wherein a discussion is found of the need for visually 
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and reliably associating a search region having a search term with a category of result. 

Reference is also respectfully made to page 8 of the present Application, which states in part: 

"My 'providing the visual connection indicator of the present invention 
at both the top and bottom of the page, the user need not navigate back to 
the top of the page to determine the category of search selected, and also 
search C * teg0Ty Can be se,ected to fttrthe ' conduct or narrow the 

In addition, reference is made to page 9 of the present Application, which states as follows: 

"[t]he visual link between the search term 30 contained in the search 
Held 20 and the search categoiy 60 contained within selected tab 90 not 
only reduces the amount of textual data on the screen, but it also rapidly 
and intuitively draws the user's attention to the link between what was 
searched and the category of search from which the results obtained and 
cunently displayed on the screen." 

In view of the above, it is submitted that the Office Action uses Applicant's own 
disclosure to provide the otherwise missing motivation to combine the Shultz and Goetz 
references to yield the claimed invention, which is not permitted, as clearly stated by the courts 
in the case law discussed above. The Office Action fails to make a showing of a motivation to 
combine the Shultz and Goetz references, which showing is required to establish a prima facie 
case of obviousness, under 35 U.S.C. § 103(a). 

Based on the factual and legal deficiencies noted above, reconsideration and withdrawal 
of the 35 U.S.C. § 103(a) are respectfully requested. The applied art, namely Shultz and Goetz, 
either alone or in combination (n.b., such combination is not believed to be permissible at least in 
view of the lack of a showing of a motivation to combine, as discussed above) are not seen to 
teach, suggest or disclose each and every one of the features recited in Claim I. 

In view of the foregoing and for at least the reasons discussed above, Claim I is believed 
to be in condition for allowance. Claims 12 and 23 are also believed to be in condition for 
allowance for at least the same reasons. 
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The other claims are each dependent from the independent claims discussed above and 
are therefore believed patentable for at least the same reasons. Because each dependent claim is 
also deemed to define an additional aspect of the invention, however, the individual 
consideration of each on its own merits is respectfully requested. 

In this regard, it is noted that Claim 7 is rejected on the same grounds as Claim 1 (see 
pages 2 and 3 of the Office Action). However, Claim 7 depends from Claim I, and has the 
added features of alternate search region, alternate result region and alternate connection 
indicator, which are not even discussed in the grounds for rejection of Claim 7. Should the 
Examiner persist in his rejection of Claim 7 on these grounds, it is respectfully requested that the 
Examiner specifically point out by drawing, reference number and paragraph citation the specific 
elements of Goet* that the Examiner equates to an alternate search region, an alternate result 
region, and an alternate connection indicator establishing a visual connection between the 
alternate search region and the selected one of the alternate search category indicia See MPEP § 
706.02(j) 

In view of the foregoing, the entire application is believed to be in condition for 
allowance, and such action is respectfully requested at the Examiner's earliest convenience. 

The Applicant respectfully requests that a timely Notice of Allowance therefore be issued 
in this case. Should matters remain which the Examiner believes could be resolved in a further 
telephone interview, the Examiner is requested to telephone the Applicant's undersigned 
attorney. 

In this regard, Applicant's undersigned attorney may be reached by phone in California 
(Pacific Standard Time) at (714) 708-6500. All correspondence should continue to be directed to 
the below-listed address. 
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Amendment/Response to Office Action 

The Commissioner is hereby authorized to charge any required fee in connection with the 
submission of this paper, any additional fees which may be required, now or in the future, or 
credit any overpayment to Account No. 50-2638. Please ensure that the Attorney Docket 
Number is referred when charging any payments or credits for this case. 



Customer Number 32361 

GREENBERG TRAURIG, LLP 

Met Life Building 

200 Park Avenue, 20 th Floor 

New York, New York 10166 

Phone: (212) 801-9200 

Fax: (212) 801-6400 
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Respectfully submitted, 





Carole A. Qulou- — ' 
Reg. No. 39,000 
Email: quinnc@gtlaw.com 
Phone; (714) 708-6500 
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